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Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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DETAILED ACTION 

This Office action is in response to the amendment filed May 13, 2009 in which 
claims 2 and 8-10 were amended and claims 14-17 were added. 

The rejection of the claims under 35 U.S.C. 112, second paragraph is withdrawn 
in view of Applicant's arguments. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 2,3,8,9 and 14-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cheng (US 4,229,309. 

Cheng teaches a stable fluid magnesium containing dispersion and the 
preparation thereof in a dispersant containing fluid (see abstract). Cheng teaches that 
the composition may be used as a corrosion inhibitor in fuels containing vanadium (see 
col. 5, lines 28-29) when used in an amount from 1-2000 ppm (see col. 6, lines 24-29). 
In the process, Mg(OH) 2 is disintegrated into minute particles of MgO which are 
immediately suspended and become stabilized in the fluid by the presence of a 
dispersing agent (see col. 1 , lines 49-52). The process fluids may be mineral oils, 
paraffin oils, vegetable oil or mixtures (see col. 2, lines 1-5). The dispersant may be 
nonionic, anionic or amphoteric (see col. 2, lines 12-19). The particle size of the 
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resulting MgO is no greater than about 5 microns (see col. 2, lines 28-32). The fluid 
preferably contains from 1-32% when calculated as percent magnesium of the MgO 
particles. Cheng teaches the concentration of the magnesium compound should be no 
more than that concentration that maintains suitable fluidity. This teaching suggests 
that more than 32% of the compound may be utilized (see col. 2, lines 33-40). Cheng 
teaches the limitations of the claims other than the differences that are discussed below. 

Cheng fails to teach that the MgO particles have a crystalline low density 
structure of at most 2.0 g/cm 3 or that the metal is capable of forming vanadate having a 
melting point of 650-2000 C. However, since Cheng teaches the same compound as 
that of the present claims it would be reasonable to expect that the particles of Cheng 
would have similar properties. 

3. Applicant's arguments have been fully considered but they are not persuasive. 

Applicant argues that Cheng teaches that the Mg(OH) 2 is already dehydrated 
and decomposed into MgO during the manufacturing step and that the MgO is then 
added to the fuel. Applicant argues that Cheng does not teach the claimed additive 
because the MgO is not formed during the combustion of the fuel. 

Applicant is claiming a fuel additive composition wherein said composition 
comprises an active ingredient dispersed in at least one liquid by means of a dispersant, 
wherein said active ingredient is an inorganic oxygen-containing compound of a metal in 
particle, non-crystalline form. Cheng meets these limitations. Cheng also teaches that 
upon heating the active ingredient the corresponding metal oxide forms and that the 
particle size distriburion is no greater than 5 microns. Applicant is not claiming a 
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method of using the additive and Applicant's intended use and functional language is 
given no patentable weight. 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number is 571-272- 
1 126. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on 571-272-1444. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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